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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS. 

WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even If timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)^ Responsive to communication(s) filed on 23 December 2005 . 
2a)n This action is FINAL. 2b)S This action is non-final. 

3) n Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11 , 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1-18,20-62,66 and 68 is/are pending in the application. 

4a) Of the above claim(s) 1-17.20 and 22-59 is/are withdrawn from consideration. 

5) 0 Claim(s) is/are allowed. 

6) IE1 Claim(s) 18,21,60-62,66 and 68 is/are rejected. 

Claim (s) is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

10) ^ The drawing(s) filed on 02 October 2003 is/are: a)\3 accepted or b)S objected to by the Examiner. 

Applicant may not request that any objection to the clrawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) 0 The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) 0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
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1 .□ Certified copies of the priority documents have been received. 

2.n Certified copies of the priority documents have been received in Application No. . 
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application from the International Bureau (PCT Rule 17.2(a)). 
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DETAILED ACTION 
Election /Restriction Response and Amendment 

1. Applicant's election with traverse filed 12/23/2005 of Species IV, Figures 25-26, 
asserting claims 18, 21, 60-62, 66 and 68 as reading thereon, is acknowledged. Further, 
Applicant's preliminary amendment filed 12/23/2005 amending the claims is acknowledged and 
has been entered. 

Claims 1-18, 20-62, 66, and 68, as amended, are pending in the appHcation, claims 19, 
63-65 and 67 having been cancelled by the Applicant. 

Response to Traversal of the Election/Restriction 

2. Applicant's traversal of the restriction/election requirement is based on grounds that 
Applicant believes that a search for the elected species will necessarily encompass a search for 
all of the non-elected species. However, the examiner disagrees, citing Applicant's specification 
disclosing numerous embodiments of the inventive concept which would place a serious burden 
on the examiner to search unnecessarily since the grounds for restriction of species are based 
upon the statutory requirement that there be only one invention per patent, unless in the case of a 
patentable generic claim, the Applicant will be entitled to consideration of claims to additional 
species written in dependent form or otherwise including all the limitations of an allowed generic 
claim. 

Since Applicant has not provided evidence or identified such evidence now of record 
showing the different species to be obvious variants nor has clearly admitted on the record that 
this is the case, the conclusion is made that Applicant considers the differing species to be 
patentably distinct. Thus in addition to reading and understanding all of the various features of 
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the species presented it would, indeed, be a serous burden upon the examiner to search for the 
added features and apply any fovmd additional relevant prior art to each of the species presented. 

Furthermore, the examiner disagrees with Applicant's allegation that " a search for the 
elected species will necessarily encompass a search for all of the non-elected species". Clearly, 
in the examiner's understanding, the several patentably distinct species other than the elected 
species IV carry substantially more features that could be claimed and which therefor would 
require being individually searches and individually addressed in the written Office Action, thus 
prima facie a serious burden of search. 

Therefore, Applicant's arguments in traversal notwithstanding, the examiner maintains 
the restriction/election requirement to be proper and hereby makes the requirement final. 

Consequently, pending claims 1-17, 20, and 22-59 are withdravra from further 
consideration as reading on non-elected species. An examination on the merits follows of the 
claims 18, 21, 60-62, 66 and 68, claims 60 and 68 being independent. 

Drawings - Objections 
3. The drawings are objected to imder 37 CFR 1 .83(a). The drav^ngs must show every 
feature of the invention specified in the claims. Therefore, the feature of "a lock member 
mountable over one of the blade and the blade mounting means" as recited in claim 61 must be 
shown or the feature(s) canceled fi*om the claim(s). No new matter should be entered. 

Corrected drawing sheets in compliance with 37 CFR 1 .121(d) are required in reply to 
the Office action to avoid abandonment of the application. Any amended replacement drawing 
sheet should include all of the figures appearing on the immediate prior version of the sheet, 
even if only one figure is being amended. The figure or figure number of an amended drawing 



Application/Control Number: 10/677,987 Page 4 

Art Unit: 3618 

should not be labeled as "amended." If a drawing figure is to be canceled, the appropriate figure 
must be removed from the replacement sheet, and where necessary, the remaining figures must 
be renumbered and appropriate changes made to the brief description of the several views of the 
drawings for consistency. Additional replacement sheets may be necessary to show the 
renumbering of the remaining figures. Each drawing sheet submitted after the filing date of an 
application must be labeled in the top margin as either "Replacement Sheet" or "New Sheet" 
pursuant to 37 CFR 1.121(d). If the changes are not accepted by the examiner, the applicant will 
be notified and informed of any required corrective action in the next Office action. The 
objection to the drawings will not be held in abeyance. 

Claim Rejections - 35 USC Sec. 112, second paragraph 

4. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

5. Claims 61-62, 66 and 68 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claim 61 recites the limitation "the blade mounting means" in line 4 of the claim. There 
is insufficient antecedent basis for this limitation in the claim. 
Appropriate correction is required. 

For the purposes of further examination on the merits the claim recitation "the blade 
mounting means" will be interpreted as if reading -the blade mount--. 

Claim 68 recites the limitation ""the apertures" in line 10; it is not clear from the 
recitations of the claim whether the apertures being referred are comprised of a combination of 
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the longitudinally extending aperture together with the plurality of transversely extending 
apertures or whether some subset of these is referred to. 
Appropriate correction is required. 

For the purposes of further examination on the merits the claim recitation will be 
understood as referring to the plurality of the transversely extending apertures. 

Claim Rejections - 35 USCSec. 102 

6. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

7. Claim 60 is rejected under 35 U.S.C. 102(b) as being clearly anticipated by Weitzner (US 
3292940), cited by Applicant. 

Weitzner discloses (see Figs 1-4) a roller apparatus releasably mountable over an ice 
skate blade (Fig 1, item 52) attached to a boot (20) by a blade mount (taken as the brackets 32 
and 34; refer col 1, line 72 to col 2, line 1 1), the roller apparatus comprising: a skate guard (Fig 
3, item 70) having an open-ended channel for receiving a skate ice blade therein (refer col 2, 
lines 23-26); a plurality of apertures (72) extending transversely along the length of the skate 
guard (as shown in Fig 3; and refer col 2, lines 26-27 where the examiner interprets the word 
"Notes" as being a typographical error for the more likely intended word -Notches--); and pairs 
of wheel assemblies (taken as wheels 60 along with the associated mounting parts; see Fig 3 and 
refer col 2, lines 20-22 and col 2, line 65 to col 3, line 6), each having an axle (bolts 56 and 58; 
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refer col 2, lines 11-14) mountable through one of the apertures in the skate guard (refer col 2, 
lines 26-27). 

Claim Rejections - 35 USC § 103 

8. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

9. Claims 21, 60, and 68 are rejected under 35 U.S.C. 103(a) as being xinpatentable over 
Weitzner (US 3292940), cited by Applicant in view of Schutz (US 4603868). 

a. Distinct from the first embodiment (shown in Figs 1-3) discussed above, Weitzner 
discloses another similar embodiment (shown in Figs 4-9) of a roller apparatus in combination 
with a skate having a blade and a blade mount connecting the blade to a boot, the roller apparatus 
being releasably mountable over the ice skate blade, and comprising (see Figures 4-9, and refer 
to the associated text begirming at col 2, line 28 and continuing through col 3, line 6 ): 
(re: claims 60 and 68) a skate guard (termed a "support" in claim 68) (see Fig 8, item 70a; 
which is similar to the item 70 used with the first embodiment; refer col 3, lines 3-4) having an 
open-ended channel comprising a base wall and a pair of sidewalls extending therefrom, the 
sidewalls spaced to define a longitudinally extending aperture for receiving a skate blade therein; 
a plurality of transversely extending apertures (notches 72) formed along the length of the skate 
guard (or, as recited in claim 68, formed along the base wall of the support); and pairs of wheel 
assemblies (wheels 60, with their associated mounting parts; see Fig 3) each having an axle 
(taken as the bolts; refer col 2, lines 13-14) mountable through one of the apertures (72; refer col 
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2, lines 26-27 and col 3, lines 3-4) in the skate guard (or recited, partly, in claim 68 as a pair of 
axles each carrying wheels, the axles mounted in ones of the transversely extending apertures in 
the support). 

b. Regarding the further limitation of claim 68 and the similar limitation of claim 

21, wherein each axle is mountable in one variably selectable aperture in the skate guard 
("support" as recited in claim 68) to variably space the pair of axles along the skate guard (or, as 
in the recitation of claim 68: in a variably selectable, spaced-apart manner), the apparatus of the 
embodiment disclosed in Figures 4-9 of Weitzner, provides only two (2) pairs of transversely 
extending apertures (notches 72) in the blade guard. 

c. However, Schutz teaches a roller skate support undercarriage for use with an ice skate 
having an ice skate blade (5) attached (via the structure 3) to a boot (4) wherein the roller skate 
support has a longitudinally extending groove into which the blade of the ice skate fits (refer col 
1, lines 42-44) and wherein in each side of the groove, holes are located opposite each other so 
that the roller carrier may be held firmly to the blade and wherein the roller support has a 
plurality of transversely extending axle hole (refer Fig 3) into which the roller assemblies are 
mounted so that the roller assemblies may be mounted in any selected ones of the axle holes 
along the longitudinal extent of the roller skate support so that the roller support can be adapted 
to any individual ice skate to a roller skate. 

d. Therefore, it would have been obvious to one of ordinary skill in the art at the time the 
instant invention was made to have modified the skate blade guard of the roller apparatus of 
Weitzner to include a plurality of transversely-extending apertures as variable longitudinal 
spacings along the length of the skate blade guard in accordance with the teachings of Schutz in 
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order to be able to adapt the roller apparatus to an individual ice skate as suggested by the 
reference at column 1, lines 25-28 or simply as a design feature to enable lengthening or 
shortening the wheel-base of the skate when in the roller skate configuration for the purposes of 
adapting the skate wheel base to the anticipated skating surface and skating maneuvers of the 
roller skater. 

10. Claim 18 is are rejected under 35 U.S.C. 103(a) as being unpatentable over Weitzner (US 
3292940), cited by Applicant in view of Fowlkes (US 3583720), cited by Applicant. 

As discussed above relative to the rejection of claim 60 under 35 USC Sec. 103 based on 
the embodiment disclosed in Figures 4-9 Weitzner discloses all of the features of claim 60 from 
which claim 18 depends. Weitzner lacks explicit disclosure wherein (re: claim 18) the roller 
apparatus further comprises a heel strap mountable in one of the apertures of the blade guard and 
disposed about a blade holder attached to a boot. 

However, Fowlkes teaches an ice skate blade guard (see Fig 1, item 10) having a 
plurality of apertures (52) extending longitudinally along a length of the guard, and further 
comprising (re: claim 18) a heel strap (54) mountable in one of the apertures in the skate guard 
and disposed about a blade holder attached to a boot (14) (the blade holder not being separately 
numbered, it is taken as the structure shown that attaches the blade to the bottom of the boot). 

Therefore, it would have been obvious to one of ordinary skill in the art at the time the 
instant invention was made to have modified the roller apparatus of Weitzner to include in 
accordance with the teachings of Fowlkes a heel strap mountable in one of the apertures in the 
skate guard of the roller apparatus not being used to journal the axles of the wheels in order to 
maintain the inside bottom of the blade guard channel in contact with the ice skate blade and 
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thereby keep debris out of engagement with the blade edge for added protection of the blade 
edge(s) as suggested by the reference at column 1, lines 27-30. 

11. Claims 61-62 and 66, as understood, are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Weitzner (US 3292940), cited by Applicant in view of Fowlkes (US 
3583720), cited by Applicant. 

As discussed above relative to the rejection of claim 60 under 35 USC Sec. 103 based on 
the embodiment disclosed in Figures 4-9 Weitzner discloses all of the features of claim 60 from 
which claims 61-62 and claim 66 depend. Weitzner lacks explicit disclosure wherein (re: claim 
61) the roller apparatus further comprises a lock member mountable over one of the blade and 
the blade mount; and, (re: claim 62) further comprising an aperture formed in the skate guard for 
receiving the lock member therethrough; and, (re: claim 66) wherein the lock member comprises 
a strap member having opposed ends and a connector carried on the strap for cooperative 
engagement to fix the strap member to the skate guard and about the blade mount. 

However, Fowlkes teaches an ice skate blade guard (see Fig 1, item 10) having a 
plurality of apertures (52) extending longitudinally along a length of the guard, and comprising 
(re: claim 61) a lock member (Fig 1, item 54) mountable over one of the blade and the blade 
mount (as shown); and, (re: claim 62) an aperture (52) formed in the skate guard for receiving 
the lock member therethrough; and (re: claim 66) wherein the lock member comprises a strap 
member (taken as the spring member portion of the lock member) having opposed ends and a 
connector carried on the strap (56; refer col 2, lines 47-48) for cooperative engagement to fix the 
strap member to the skate guard and about the blade mount (as is shown in the figure; and refer 
to col 2, lines 49-51). 
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Prior Art made of Record 



12. The prior art made of record and not relied upon is considered pertinent to Applicant's 
disclosure. The prior art of DiGregorio; of Weitzner (-971); of Schutz; and of Steinhausen each 
show features in common with some of the other structures of the inventive concept disclosed in 
the instant application. 



1 3. Any inquiry concerning this or earlier communication(s) from the examiner should be 
directed to Gerald B. Klebe at 571-272-6695; Mon.-Fri., 8:00 AM - 4:30 PM ET, or to 
Susdpervisory Patent Examiner Christopher P. Ellis, Art Unit 3618, at 571-272-6914. 

Official correspondence should be sent to the following TC 3600 Official number as 
follows: 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



Conclusion 




sTUnit 3618 / 23 January 2006 
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